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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH (S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 



- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 



3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) [X] Claim(s) 1 and 3-18 is/are pending in the application. 

4a) Of the above claim(s) 11-17 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |3 Claim(s) 1.3-10 and 18 is/are rejected. 

7) S Claim(s) 4 and 9 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

1 2) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)D All b)Q Some * c)D None of: 

1 0 Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

30 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Status 



1)[X] Responsive to communication(s) filed on 23 February 2004 . 
2a)D This action is FINAL. 2b)[X] This action is non-final. 



Attachment(s) 

1) |3 Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 



4) Q Interview Summary (PTO-413) 



5) O Notice of Informal Patent Application (PTO-1 52) 

6) □ Other: . 



Paper No(s)/Mail Date. 



Paper No(s)/Mail Date 



U.S. Patent and Trademark Office 

PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 20040629 
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Art Unit: 3641 

DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1 . 1 1 4, including the 
fee set forth in 37 CFR 1.17(e), was filed in this application after final rejection. 
Since this application is eligible for continued examination under 37 CFR 1.114, 
and the fee set forth in 37 CFR 1 .1 7(e) has been timely paid, the finality of the 
previous Office action has been withdrawn pursuant to 37 CFR 1.114. 

Applicant's submission filed on 2/23/04, which included an amendment 
that directly revises claim 1, cancels claim 2, and adds new claims 17 and 18, 
has been entered. Of the two new claims, only claim 18 is directed to the elected 
invention. Since applicant has received an action on the merits for the originally 
presented invention, this invention has been constructively elected by original 
presentation for prosecution on the merits. Accordingly, claim 17 is withdrawn 
from consideration as being directed to a nonelected invention. See 37 CFR 
1.142(b) and MPEP 821.03. 

2. The Examiner agrees that the claim amendment overcomes the rejection 
based on the applied art, Miller (U.S. 3,816,785). However, the claimed invention 
still does not define over some other prior art, as discussed below. 

Applicant's statement in the Remarks section of his amendment casting 
doubt on the operability of the Miller patent has no probative value because it is 
based on his opinion and not supported by corroborative evidence. Also, an 
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issued patent, such as Miller's, shall be presumed valid, as per 35 U.S.C. 282, 
first sentence. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the same and shall set forth the best mode contemplated by the inventor of carrying 
out his invention. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claim 3 is rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to enable one 
skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and/or use the invention. There is no support in the specification for the 
claim limitation of operating the neutron generator at 25 watts. 

4. Claims 1, 3, 5-8, 10 and 18 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

Claim 1 recites the term "close proximity with a tumor", which is a relative 
term that renders the claim indefinite. The term "close proximity" is not defined 
by the claim, the specification does not provide a standard for ascertaining the 
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requisite degree, and one of ordinary skill in the art would not be reasonably 
apprised of the scope of the invention. Claim 3 is vague and indefinite for the 
reason given in section 3 above. The metes and bounds of the claims cannot be 
determined. 

Claim 18 recites the limitation "said feed through accelerator" in line 2. 
There is insufficient antecedent basis for this limitation in the claim. 

Claim Objections 

5. Claims 4 and 9 are objected to because they are recited as dependent 
from a non-existing claim 2. (Note: The Examiner examines these claims based 
on the assumption that they depend from claim 1 . See sections below). 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

6. Claims 1, 3-8, 10 and 18 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Schmidt (U.S. 3,786,258) who discloses a closed system neutron 
generator tube for radiotherapy (e.g., see Abstract and Figs. 1-9). His apparatus 
includes an electron bombardment ion source (see column 7, lines 30+). 
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Applicant's claim language reads on Schmidt's generator as follows: a) 
"repeller" reads on cathode 2 that can repel electrons (both the cathode and 
electrons are negatively charged); b) "anode defining an exit slit" reads on anode 
1 having an aperture ("slit") facing target 3, as shown in Fig. 1; c) "focusing 
aperture" reads on aperture presented by acceleration electrodes 5 to said exit 
slit; d) "hollow needle sealed on one end" reads on the sealed, tapered (i.e., 
needle form) portion of target electrode 120 (see Fig. 8); e) "an occluded reaction 
target mounted within said hollow needle substantially towards said sealed end 
of said needle" reads on the part of target 120 at the sealed end facing element 
126 (see Fig. 8); g) "steering/rasterizing means" reads on magnet coils 32, 33 
that create the coaxial magnetic field (see column 1 , lines 48+); h) "filament" 
reads on nickel tube 105 that heats up when fed by current from supply 114 (see 
column 10, lies 35+).. 

As to the limitation in claim 1 regarding the exit slit and focusing apertures 
each being at least 3 mm in width, Schmidt inherently meets this limitation based 
on Fig. 1 and considering the actual sizes of the parts that constitute his 
apparatus. A 3mm width is very thin and is equivalent to the thickness of several 
tens of sheets of paper. Even if one takes Fig. 1 as an actual representation of 
the apparatus, which is not the case, the slits have widths of more than 3mm. 

As to claim 3, the limitation regarding the neutron source strength and 
power is a statement of intended or desired use that does not patentably 
distinguish the claimed invention from Schmidt. 
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As to claim 4, the limitation regarding the current and energy of the ion 
beam is also a statement of intended or desired use that does not patentably 
distinguish the claimed invention from Schmidt. Note, however, that Schmidt is 
capable of meeting this limitation (see column 8, lines 1+, and column 1, lines 
20+). 

As to claim 8, the limitation on the operation of the steering means is 
again a statement of intended or desired use. Schmidt has the capability to meet 
this limitation because his magnet coils 32 and 33 are fed by a low voltage 
supply (see column 1 1 , lines 13+). 

As to claim 10, Schmidt's apparatus generates 14 MeV neutrons (see 
Abstract). 

As to claims 7 and 18, the non-structural limitations in the claims are 
statements of intended or desired use. 

The claims are replete with statements that are either essentially method 
limitations or statements of intended or desired use. For example, "for treating 
tumors", "for extracting ions on an opposite end of said ionization chamber", 
"delivering on the order of >10 8 neutrons per second operating at 25 watts", 
"deliver an ion beam of a few tens of microamperes to said target operating at 
75-500 keV", "is sustained at ground potential", etc. These clauses, as well as 
other statements of intended use do not serve to patently distinguish the claimed 
structure over that of the reference, as long as the structure of the cited 
references is capable of performing the intended use. See MPEP 21 11-2115. 

See also MPEP 2114 that states: 
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A claim containing a "recitation with respect to the manner in which 
a claimed apparatus is intended to be employed does not 
differentiate the claimed apparatus from a prior art apparatus" if the 
prior art apparatus teaches all the structural limitations of the claim. 
Ex parte Masham . 2 USPQ2d 1647. 

Claims directed to apparatus must be distinguished from the prior 
art in terms of structure rather than function. In re Danlv . 263 F.2d 
844, 847, 120USPQ 528, 531. 

[Apparatus claims cover what a device is, not what a device does." 
Hewlett-Packard Co. v. Bausch & Lomb Inc ., 15 USPQ2d 
1525,1528. 

As set forth in MPEP 21 15, a recitation in a claim to the material or article 
worked upon does not serve to limit an apparatus claim. 



The device in the cited reference is capable of being used in the same 
manner and for the intended or desired use as the claimed invention. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

7. Claim 9 is rejected under 35 U.S.C, 103(a) as being unpatentable over 

Schmidt who discloses the applicant's claims except for the needle dimension 

and configuration of the needle with respect to the exit slit. The claim is obvious 

over Schmidt because of MPEP 2144.04, Section IV. A, which states, 

"[W]here the only difference between the prior art and the claims was a recitation 
of relative dimensions of the claimed device and a device having the claimed 
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relative dimensions would not perform differently than the prior art device, the 
claimed device was not patentably distinct from the prior art device." 

Alternatively, the limitation in the claim is a matter of optimization within prior art 

conditions or through routine experimentation (see MPEP 2144.05 II. A). 



8. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Rick Palabrica whose telephone number is 
703-306-5756. The examiner can normally be reached on 7:00-4:30, Mon-Fri; 
1 st Friday off. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Mike Carone can be reached on 703-306-4198. The fax 
phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 



Conclusion 



free). 




RJP 

June 29, 2004 



